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DETAILED ACTION 

Priority 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) 
or under 35 U.S.C. 120, 121 , or 365(c) is acknowledged. Applicant has not complied 
with one or more conditions for receiving the benefit of an earlier filing date under 35 
U.S.C. 119(e) and 120 as follows: 

The later-filed application must be an application for a patent for an invention 
which is also disclosed in the prior application (the parent or original nonprovisional 
application or provisional application). The disclosure of the invention in the parent 
application and in the later-filed application must be sufficient to comply with the 
requirements of the first paragraph of 35 U.S.C. 1 12. See Transco Products, Inc. v. 
Performance Contracting, Inc., 38 F.3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994). 

The disclosure of the prior-filed application, Application No. 10/281477, fails to 
provide adequate support or enablement in the manner provided by the first paragraph 
of 35 U.S.C. 1 12 for one or more claims of this application. Claims 1-30 disclose 
management of a degree of variation to the decision-making process that does not have 
support in the prior applications. Accordingly claims 1-30 are not entitled to the benefit 
of the earlier application and instead are entitled to the August 6 th , 2003 filing date for 
purposes of applying prior art. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1,11 and 21 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

With regards to claims 1,11 and 21 "receiving input of intangible impact" is 
vague and indefinite. Examiner notes that the impact of intangibles is a subjective 
measurement. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 5-6, 10-13, 15-16, 20-23, and 25-26 are rejected under 35 U.S.C. 
103(a) as being unpatentable overTen3 Online Business Coach- Project Management: 
Business Case analysis (hereinafter Ten3) in view of US Patent Application US 
2002/01 69658 to Adler (hereinafter Adler). 

As per claim 1,11 and 21 

Ten3 discloses receiving input of cost information (cash flows in) to implement 
said business case, second receiving input of financial benefit information (cash flows 
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out) estimating a financial benefit afforded by adoption of said business case (page 2: 
cost-benefit analysis), third receiving input of risk information (risk analysis) estimating a 
risk associated with adoption of said business plan (page 2: sensitivity, risks, and 
contingencies), fourth receiving input of strategic impact (strategic alignment) of 
adoption of said business plan on one or more strategic goals of said organization 
(page 1, description of the project), fifth receiving input of intangible impact (non- 
quantitative factors) of adoption of said business plan (page 2: cost-benefit analysis), 
computing said business value in conformity with said cost information, financial benefit 
information, risk information, intangible impact and strategic impact information (project 
selection) (page 1 : why business case analysis); 

Ten3 does not specifically teach gathering data for estimating a variation of 
actual values corresponding to one or more of said cost information, financial benefit 
information, risk information and strategic impact information and updating said 
computed business value in conformity with said gathered data. 

Adler discloses gathering data for estimating a variation of actual values 
corresponding to one or more of said cost information, financial benefit information, risk 
information and strategic impact information and updating said computed business 
value in conformity with said gathered data (page 4, paragraph [0032], lines 11-18). 
Examiner notes that variation as per applicants specification includes an adjustment 
based on actual business case performance (page 1 , paragraph [001 1], lines 7-13). 

Therefore it would have been obvious to one skilled in the art at the time the 
invention was made to gather data for estimating a variation of actual values 
corresponding to one or more of said cost information, financial benefit information, risk 
information and strategic impact information and updating said computed business 
value in conformity with said gathered data as disclosed by Adler to increase the 
accuracy of forecasts through refinement of previous decisions. 

As per claim 2, 12 and 22 

Ten3 discloses gathering confidence (risk analysis) parameters reflecting 
confidence in one or more of said cost information, financial benefit information, risk 
information, intangible impact and strategic impact information, in response to user input 
from users providing objective evaluation of said actual values against said input cost 
information, financial benefit information, risk information and strategic impact 
information (page 2, Sensitivity, Risks, and Contingencies). Examiner notes risk is a 
measure of confidence, a change in risk causes a change in confidence that a certain 
result will transpire. Examiner also notes that an outline for constructing a business 
case would require a user to input confidence (risk) information from their evaluations. 

As per claim 3, 13 and 23 

Ten3 discloses gathering volatility (sensitivity analysis) parameters reflecting a 
volatility of one or more of said cost information, financial benefit information, risk 
information, intangible impact and strategic impact information, and further comprising 
performing a statistical analysis on said computed business value in conformity with 
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said volatility parameters, whereby said business value is adjusted for evaluation 
against other business cases (page 2, Sensitivity, Risks, and Contingencies). 

As per claim 5, 15 and 25 

Ten3 discloses gathering interdependency (competitive analysis) parameters 
reflecting a variation of one or more of said cost information, financial benefit 
information, risk information, intangible impact and strategic impact information, as a 
function of adoption of one or more other business cases (page 2, Market, Customers, 
and Competition). 

As per claim 6, 16 and 26 

Ten3 does not specifically teach gathering historical data reflecting a variation of 
one or more of said cost information, financial benefit information, risk information, 
intangible impact and strategic impact information after adoption of said business cases, 
whereby said business case is evaluated on an on-going basis. 

Adler discloses gathering historical data reflecting a variation of one or more of 
said cost information, financial benefit information, risk information, intangible impact 
and strategic impact information after adoption of said business cases, whereby said 
business case is evaluated on an on-going basis (page 4, paragraph [0032], lines 11- 
18). 

Therefore it would have been obvious to one skilled in the art at the time the 
invention was made to gather historical data reflecting a variation of one or more of said 
cost information, financial benefit information, risk information, intangible impact and 
strategic impact information after adoption of said business cases, whereby said 
business case is evaluated on an on-going basis as disclosed by Adler so that 
strategies can be assessed and modified as needed. 

As per claims 10, 20 and 30 

Ten3 discloses repeating said steps of first receiving, second receiving, third 
receiving, fourth receiving, fifth receiving and computing for each of a plurality of 
business cases (page 1 : generic outline). Examiner notes that a generic outline is 
designed for use with either one or a plurality of cases. 

Adler teaches generating a graphical depiction of placement of said computed 
business values (decision options) versus risk (metrics), whereby a system user can 
view the relative merits of said plurality of business cases (Figure 1 and page 8, 
paragraph [0075]). 

Therefore it would have been obvious to one skilled in the art at the time the 
invention was made to generate a graphical depiction of placement of said computed 
business values (decision options) versus risk (metrics), whereby a system user can 
view the relative merits of said plurality of business cases as taught by Adler so that the 
process of assessing and comparing business cases can be done more effectively and 
efficiently as different business cases can be assessed side by side. 

As per claim 7, 17 and 27 
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Ten3 discloses repeating said steps of first receiving, second receiving, third 
receiving, fourth receiving, fifth receiving and computing for each of a plurality of 
business cases (page 1 : generic outline), receiving sixth input of a fixed acceptable risk 
value (risk analysis) (page 2: sensitivity, risks, and contingencies). Examiner notes that 
a generic outline is designed for use with either one or a plurality of cases. Examiner 
also notes that where risks are identified all risks variable and fixed risks are 
encompassed. 

Adler teaches selecting an efficient portfolio maximizing a total of said financial 
benefit information from a total of said cost information (page 4, paragraph [0032], lines 
8-11). 

Therefore it would have been obvious to one skilled in the art at the time the 
invention was made to select an efficient portfolio maximizing a total of said financial 
benefit information from a total of said cost information as taught by Adler in order to 
make the strategic decisions. 

Claims 4, 14 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ten3 Online Business Coach- Project Management: Business Case analysis 
(hereinafter Ten3) in view of US Patent Application US 2002/01 69658 to Adler 
(hereinafter Adler) and further in view of Crystal Ball: Real Options Analysis Toolkit 
(hereinafter Crystal Ball). 

As per claim 4, 14 and 24 

Ten3 does not specifically teach a real options analysis. 

Crystal Ball discloses a real options analysis (page 1). 

Therefore it would have been obvious to one skilled in the art at the time the 
invention was made to incorporate a real options analysis as taught by Crystal Ball to 
identify, value, prioritize and manage their strategic opportunities. 

Claims 4, 14 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ten3 Online Business Coach- Project Management: Business Case analysis 
(hereinafter Ten3) in view of US Patent Application US 2002/0169658 to Adler 
(hereinafter Adler) and further in view of Official Notice. 

As per claim 8, 18 and 28 

Ten3 discloses providing a series of questions relating to one or more of said 
cost information (cash flows in), financial benefit information (cash flows out), risk 
information (risk analysis), intangible impact (non-quantitative factors) and strategic 
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impact information (strategic alignment) (pages 1-3). Examiner notes that an outline for 
constructing a business case requires users to input information, an indirect question 
format. 

Ten3 does not specifically teach each of said questions has an answer 
selectable from a list of answers, and wherein each of said answers has an associated 
weighted value for adjusting an associated one of said cost information, financial benefit 
information, risk information, intangible impact and strategic impact information and 
collecting said weighted values selected in response to said series of questions, 
whereby said variation is estimated in conformity with said collected weighted values. 

Adler discloses providing a series of questions (survey) relating to one or more of 
said cost information, financial benefit information, risk information, intangible impact 
and strategic impact information (page 2, paragraph [0007], lines 6-9). Adler also 
discloses answers that have an associated weighted value (quantitative decision criteria 
and their relative weights) for adjusting an associated one of said cost information, 
financial benefit information, risk information, intangible impact and strategic impact 
information collecting said weighted values selected in response to said series of 
questions whereby said variation is estimated in conformity with said collected weighted 
values (page 1, paragraph [0007], lines 21-25). Examiner notes that collection of 
information and using that information to update existing information is an inherent step 
for an analysis and to determine relationships and dependencies. Examiner also notes 
that variation as per applicant's specification includes an adjustment based 
questionnaire data (page 1, paragraph [0011], lines 7-13). 

Official notice is given that wherein each of said questions has an answer 
selectable from a list of answers is obvious and well known in the art. 

Therefore it would have been obvious to one skilled in the art at the time the 
invention was made that each of said questions has an answer selectable from a list of 
answers, and wherein each of said answers has an associated weighted value for 
adjusting an associated one of said cost information, financial benefit information, risk 
information, intangible impact and strategic impact information and collecting said 
weighted values selected in response to said series of questions, whereby said variation 
is estimated in conformity with said collected weighted values as taught by Adler and 
official notice as an efficient and consistent means to collect information and make 
strategic decisions. 

As per claims 9, 19 and 29 

Ten3 discloses a set of questions relating to one of said cost information (cash 
flows in), financial benefit information (cash flows out), risk information (risk analysis), 
intangible impact (non-quantitative factors) and strategic impact information (strategic 
alignment), financial benefit information, risk information, intangible impact and strategic 
impact information (pages 1-3). Examiner notes that an outline for constructing a 
business case requires users to input information, an indirect question format. 

Ten3 does not specifically teach issuing said series of questions to a plurality of 
system users wherein said collecting collects said weighted values from responses of 
said plurality of system users and averaging said weighted values for each of a plurality 
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of sets of questions, and wherein said updating updates each of said cost information, 
financial benefit information, risk information, intangible impact and strategic impact 
information in conformity with results of said averaging. 

Adler discloses issuing said series of questions (survey) to a plurality of system 
users (page 2, paragraph [0007], lines 6-9). Adler also discloses answers that have an 
associated weighted value (quantitative decision criteria and their relative weights) and 
collecting said weighted values from responses of said plurality of system users and 
updating information in conformity with results (page 1, paragraph [0007], lines 21-25). 
Examiner notes that collection of information and using that information to update 
existing information is an inherent step for an analysis and to determine relationships 
and dependencies. 

Official notice is given that averaging weighted values for each of a plurality of 
sets of questions is obvious and well known in the art. 

Therefore it would have been obvious to one skilled in the art at the time the 
invention was made that issuing said series of questions to a plurality of system users 
wherein said collecting collects said weighted values from responses of said plurality of 
system users and averaging said weighted values for each of a plurality of sets of 
questions, and wherein said updating updates each of said cost information, financial 
benefit information, risk information, intangible impact and strategic impact information 
in conformity with results of said averaging as taught bye Adler and Official notice as an 
efficient and consistent means to collect information and make strategic decisions. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jessica L. Lemieux whose telephone number is 571- 
270-3445. The examiner can normally be reached on Monday-Thursday 8AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dixon can be reached on 571-272-6803. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Jessica L Lemieux 
Examiner 
Art Unit Wm 




